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- The MAILING DATE of this communication appears on the cover sheet with the correspondence address ~ 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 

- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

- If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 1 33). 

- Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 

Status 

1 )E>3 Responsive to communication(s) filed on 27 August 2003 . 
2a)^ This action is FINAL. 2b)D This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 1 1 , 453 O.G. 213. 

Disposition of Claims 

4) M Ciaim(s) 1-11 and 13-36 is/are pending in the application. 

4a) Of the above claim(s) , is/are withdrawn from consideration. 

5) S Claim(s) 17 and 18 is/are allowed. 

6) IEI Claim (s) 1-11,13-16 and 19-36 is/are rejected. 

7) D Claim (s) is/are objected to. 

8) Q Claim (s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)Q accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85{a). 
Replacement drawing sheetfs) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 
Priority under 35 U.S.C. §§119 and 120 

12) Q Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19{a)-(d) or (f). 

a)DAII b)Q Some*c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2.Q Certified copies of the priority documents have been received in Application No. . 

3-D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

13) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. § 119(e) (to a provisional application) 

since a specific reference was included in the first sentence of the specification or in an Application Data Sheet. 
37 CFR 1.78. 

a) □ The translation of the foreign language provisional application has been received. 

14) D Acknowledgment is made of a claim for domestic priority under 35 U.S.C. §§ 120 and/or 121 since a specific 

reference was included in the first sentence of the specification or in an Application Data Sheet. 37 CFR 1.78. 



Attachments) 

1) □ Notice of References Cited (PTO-892) 

2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) 03 Information Disclosure Statements) (PTO-1 449) Paper Note) 803 . 



4) n Interview Summary (PTO-413) Paper No{s). . 

5) □ Notice of Informal Patent Application (PTO-152) 

6) □ Other: 
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The following is a quotation of 35 U.S.C. § 103(a) which 
forms the basis for all obviousness rejections set forth in this 
Office action: 

(a) A patent may not be obtained though the invention is not 
identically disclosed or described as set forth in section 
102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that 
the subject matter as a whole would have been obvious at the 
time the invention was made to a person having ordinary 
skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which 
the invention was made. 

Claims 1-11, 13-16 and 19-36 are rejected under 35 U.S.C. § 
103(a) as being unpatentable over Hall (USP 6,509,412). 

See the Office action of 6-25-03 at page 4 line 9 et seq. 

The Declaration under 37 CFR 1.132 filed 8-27-03 is 
sufficient to overcome the rejection of claims 1-11, 13-16 and 
19-36 based upon Yoshio (JP 06-57008) . 

The Declaration filed on 8-27-03 under 37 CFR 1.131 has been 
considered but is ineffective to overcome the Hall reference. 

The Hall reference is a U.S. patent that claims the rejected 
invention. An affidavit or declaration is inappropriate under 3 7 
CFR 1.131(a) when the patent is claiming the same patentable 
invention, see MPEP § 2306. The patent can only be overcome by 
establishing priority of invention through interference 
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proceedings. See MPEP Chapter 2300 for information on initiating 
interference proceedings . 

The evidence submitted is insufficient to establish a 
conception of the invention prior to the effective date of the 
Hall reference. While conception is the mental part of the 
inventive act, it must be capable of proof, such as by 
demonstrative evidence or by a complete disclosure to another. 
Conception is more than a vague idea of how to solve a problem. 
The requisite means themselves and their interaction must also be 
comprehended. See Mergenthaler v. Scudder, 1897 CD. 724, 81 
O.G. 1417 (D.C. Cir. 1897). Applicants have presented only a 
single species and have not proved they were in possession of the 
concept of the genuses recited by the claims which are also 
disclosed by Hall. It is noted that Hall utilizes a styrene- 
butadiene unhydrogenated block copolymer while applicants' 131 
Declaration utilizes a triblock copolymer which is unhydrogenated 
and therefore have not shown that they were in possession of as 
much of the invention as is disclosed by Hall. 

Applicants' arguments filed 8-25-03 have been fully 
considered but they are not deemed to be persuasive. 
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Applicants' arguments are based on the Declarations which 
have been dealt with above and no further response is needed from 
the Examiner. 

THIS ACTION IS MADE FINAL. Applicants are reminded of the 
extension of time policy as set forth in 37 C.F.R. § 1.136(a). 
The practice of automatically extending the shortened statutory 
period an additional month upon the filing of a timely first 
response to a final rejection has been discontinued by the 
Office. See 1021 TMOG 35. 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL 
ACTION IS SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS 
ACTION. IN THE EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS 
OF THE MAILING DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION 
IS NOT MAILED UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED 
STATUTORY PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE 
ON THE DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 
PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

Any inquiry concerning this communication or earlier 
communications from the examiner should be directed to Jeffrey 
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Mullis whose telephone number is (571) 272-1075. The examiner 
can normally be reached on Monday- Friday from 9:30 to 6:30. 

If attempts to reach the examiner by telephone are 
unsuccessful, the examiner's supervisor, James Seidleck, can be 
reached on (703) 308-2462. The fax phone number for this Group 
is (703) 872-9306. 

Any inquiry of a general nature or relating to the status o 
this application or proceeding should be directed to the Group 
receptionist whose telephone number is (703) 308-2351. 

J. Mullis:cdc 
January 5, 2004 




V 



